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But if this 1s a battle of names,

some of them asserting that they are like the
truth, others contending that #)ey are,

how or by what criterion are we to decide
between them?

For there are no other names to which appeal

can be made, but obviously recourse must be
had to another standard which, without
employing names, will make clear which of the
two are right ; and this must be a standard
which shows the truth of things.

- Plato, Cratylus
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has G1 status?

. and

* Once 1t 1s protected, what scope
of protection does a GI enjoy?




£+ Who determines whether a term
~  has GI status?

The laws of the country of origin?

IS

I'he facts in the country of origin?

IS

I'he past linguistic or trade usage in the
country where protection 1s sought?

Other options?




&+ Once it 7s protected, what scope

of protection does a GI enjoy?

Against all usage on a product label?

Evocative and descriptive use?

Use that misleads the consumer
In general?

Or about where the product came from?
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World Trade Organization:
Agreement on Trade Related Aspects

of Intellectual Property Rights
(TRIPS Agreement, 1995)
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- Definition (IRIPS 22.7):

1 '2

;a,fGIs are ... indications which

1dent1fy a good as originating in the
territory of a Member, or a region or
locality in that territory,

where a given quality, reputation or
other characteristic of the good 1s
essentially attributable to its
geographical origin.
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o5 « Scope of protection (IRIPS 22.2):
. legal means ... to prevent:

(a) the use of any means in the designation or
presentation of a good

that indicates or suggests that the good in
question originates in a geographical area
other than the true place of origin

in 2 manner which misleads the public as to

the geographical origin of the good;
(b) any use which constitutes an act of unfair
competition within the meaning of Paris

10bis.




identifying wines for wines not originating in

the place indicated by the geographical

indication in question [same for spirits]

even where the true origin of the goods is
indicated or

the GI 1s used in translation or accompanied by
expressions such as "kind", "type", "style",
"imitation" or the like

(Article 23.1 of TRIPS)
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region indicated;
other unfair competition

Trademarks refused or

public misled on origin

Exceptions for past use,
generic use, prior TM

Protection against
translation and descriptive
uses

Trademarks refused or
invalidated if include GI
and product not from
region indicated

Optional exception for
grape varieties
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‘Legal means’ ... ?

+ 'TRIPS requires the availability of ‘legal means’ for GI
protection

* The types of legal means WTO Members have
notified reflect the wide range of interests engaged:
Sui generts registration system for Gls
Direct government regulations to protect Gls

trade practices/consumer protection/unfair competition
legislation

trade mark legislation (protection against registration of
recognised GIs as trade marks, registration of GIs as
certification/collective marks)

industry-specific regulatory systems (e.g. wine industry)
food labelling and standards regulations

non-legislative common law remedies such as ‘passing off’
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current TRIPS processes

Article 24.2 - TRIPS Council ‘review of the
application’ of GI provisions, including
any matter affecting compliance

agreed action to facilitate operation/further objectives of GI provisions

Article 23.4 - TRIPS Council negotiations on a
multilateral register for wines

somewhat ambiguously extended by 1996 Singapore Ministerial to spirits
Article 24.1 - Members agree to negotiate ‘aimed at
increasing the protection of individual Gls under
Article 23’

exceptions to GI protection no bar to negotiations, or bilateral or
multilateral agreements

Members should be willing to consider continued application of
exceptions to individual GIs under negotiation



And at present...

TRIPS Special Session negotiations on a
multilateral register for wine and spirit GIs

Under the existing TRIPS 23.4 mandate,
reatfirmed by Doha and Hong Kong ministerials

‘GI extension’ as an ‘implementation issue’
ensuing from Doha
No agreement on mandate to renegotiate TRIPS
Article 23, but high level consultations continue

Many countries seek progress on both GI 1ssues (and
TRIPS CBD) as part of Doha Round

No consensus for the present ...




GI Register:

— mandatory participation

— legal effect (consult and take into account, prima facie
evidence for definition, genericism only if substantiated)

GI Extension:

— extend Art. 23 level protection to GIs for all products
— extension of Register

*  TRIPS/CBD:

— disclosure requirement for country of origin/source

— extent of reference to PIC and ABS to be determined

M Supported by over 100 Members (including EC, Switzerland,
India, China, Brazil, ACP, African Group)

Xl Opposed by others on substance and on process (no linkages)
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WTO Dispute Settlement:

TTQ /I |Q1 7A\ nﬁrl A11 ]10 /I le)Oﬂ\ Mmi11+ 1
WA \ [ / 4 XU LLCL \ L)1_4/U/ J:Ju
0) GIs

complaint against EU Regulation
(foodstuftfs)

Panel Reports circulated in 2005
(WT/DS174/R and WT/DS290/R). No
Appeal.

EU‘s treatment of relationship between
GIs and TMs 1s not in violation of TRIPS, but
the system discriminates against non-EU Gls
and thus violates hte national treatment

obligation under TRIPS

Clarifies that GI protection may be a legitimate
exception under trademark law

EC Regulation 2081/92 replaced by EC
regulation 510/2006



Implementation

3 H - Since 1995, a major overhaul of GI and
2= trademark legislation in the wake of TRIPS

== - Even under existing rules, many avenues for

protection of GIs in over 130 jurisdictions,
relatively uncontroversial for Gls without
generic or descriptive use or trademark
significance
* Developing countries active in their use of the
system, exploring all options under TRIPS
Indian — many traditional products protected

Ethiopia — protection of traditional coffee origins




